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Claim 20 is not unpatentable under 35 U.S.C. § 102(h) over U.S. Patent No. 3, 752,263 to 
Thevenot, nor is claim 20 unpatentable under 35 U.S.C. § 103(a) over Thevenot. Moreover, 
claims 1, 2, 4-6, 17 and 18 are not unpatentable under 35 U.S.C. §1 03(a) over Thevenot. 

As recognized in the Office Action, Thevenot lacks at least the claimed machine weight 
of the mast lift being less than 200 pounds. The Office Action contends, however, that this 
feature of the invention "would have been an obvious matter of design choice." To the contrary, 
machine weight cannot be simply arbitrarily "designed," but rather is a function of an assembly 
of materials capable of performing intended functionality. This standard is even more difficult to 
accomplish when considering safety regulations for such devices. When considering the weight 
of machine components, it is not merely "design choice" for a manufacturer to simply select the 
weight of the assembled components. 

The Office Action further contends that "discovering an optimum weight would have 
been a mere design consideration," and that "such a modification would have involved only 
routine skill in the art to accommodate different weight requirements depending on the desired 
characteristics of the mast." Appellants respectfully submit, however, that substantial 
engineering input was required in order to achieve the defined weight requirement of the 
invention. 

The prescribed motivation of making the mast "as light as possible simply to make its 
transport easier" is idealistic but structurally impossible with the Thevenot structure. Indeed, the 
motivation for such a conclusion could only be derived from Appellants' own specification, and 
such hindsight is insufficient to support a conclusion of obviousness. The Office Action is 
confusing an obviously desirable feature (low weight and portability) with structural 
obviousness. The materials disclosed in the Thevenot structure, however, cannot be ignored. 



Appellants believe they have achieved significant advantages over all existing systems by 
constructing the claimed mast lift within a specified weight parameter, and Appellants submit 
that the dismissal of this important feature of the invention as merely obvious is entirely 
misplaced. 

Although Thevenot is silent with regard to machine weight, an analysis of the Thevenot 
structure reveals that using even the lightest materials available, the Thevenot structure would 
weigh considerably more than 200 pounds. Appellants conducted an analysis of the Thevenot 
structure, and from this analysis, it is clear that the device disclosed in the Thevenot patent could 
not be modified to meet claimed 200 pound parameter. The device disclosed in the Thevenot 
patent using steel would weigh over 650 pounds, and using aluminum materials, the Thevenot 
device would weigh at a minimum approximately 300 pounds. The data used to support this 
analysis is attached as Appendix A. For proper comparison and without limiting the claims of 
the present application, the data was based on structure in the Thevenot patent to reach a height 
of a 1 4-foot platform. The calculated weight amounts do not include many of the parts shown, 
which of course would add further weight to the Thevenot structure. 

In the "Response to Arguments" section of the Office Action, the Examiner questions the 
data in the Appendix A table. Appellants note that the table is structured in a manner that would 
minimize the weight of the Thevenot structure - i.e., Thevenot would weigh at least as much as 
identified in the table; in reality, the structure would weigh much more. Even under these 
conditions, the Thevenot structure could not have been modified to meet the weight criteria 
defined in the claims, whether built in steel or aluminum. Clearly, any such analysis cannot 
exactly calculate the weight from the Thevenot information available - so assumptions and 
simplifications are necessary. The analysis does however show that it would not have been 



obvious to do what Appellants have done based on Thevenot. Appellants have rebutted the 
Examiner's contentions with data and analysis, whereas the Examiner simply disregards or 
dismisses the data and concludes without basis that it would have been obvious to reconstruct the 
Thevenot design to meet the claimed weight requirements. Since Appellants believe they have 
rebutted any prima facie case of obviousness, the burden shifts back to the Examiner. In the 
present case, the Examiner only dismisses Appellants' analysis without re-establishing a prima 
facie case of obviousness. 

With regard to the height, Appellants made the height equivalent to take this out of the 
debate. There is a note to this effect at the top of the table. Actually the higher the unit, the 
more the claimed invention comes out ahead as extra height on the claimed design adds only a 
few pounds per foot of height. 

With regard to using different types of Aluminum and steel of different densities, 

Appellants respectfully question if the Examiner really understands what is represented in the 

table. The variation in Aluminum densities is very small across a wide range of alloys in normal 

use. The table assumes a density of 2.7 kg/m 3 which is a very common/standard density. For the 

Examiner's reference, Alcan Inc obtained a patent on an Aluminum alloy based on its light 

weight properties. The alloy is the so-called low density 6056 aircraft Aluminum alloy: 

An Al-Mg-Si-Cu-Mn weldable aerospace alloy developed to provide medium 
strength similar to that of the incumbent 2024 alloy with a lower density patented by 
Alcan Inc., Montreal, Quebec. Density of aluminium 6056 is 2.72 kg/m 3 (0.098 lb/in 3 ); 
density of aluminum 2024 is 2.78 kg/m 3 (0. 1 00 lb/in 3 ). 

While Appellants agree there may be lower weight materials, the variation in real world 
materials is minor on what has been used. The Examiner's reference to alloys such as titanium 



1683030 



and magnesium are without basis as no data to support these contentions is provided. If 
desirable, Appellants will limit the claims to aluminum or steel construction. 

Notwithstanding, for at least the reasons discussed above, Appellants submit that the 
rejections should be withdrawn. 
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